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which such on international application claims benefit 
or priority. Hie reference may be applied under 35 
U.S.C. 102(a) or (b) as of its publication date, or 35 
U.S.C. 102(e) as of any later U.S. filing date of an 
application that properly claimed the benefit of the 
international application (if applicable). 

(C) If the international application has an interna- 
tional filing date prior to November 29, 2000, apply 
the reference under the provisions of 35 U.S.C. 102 
and 374, prior to the AIPA amendments: 

(1) For U.S. patents, apply the reference under 
35 U.S.C. 102(e) as of the earlier of the date of com- 
pletion of the requirements of 35 U.S.C. 371(c)(1), (2) 
and (4) or the filing date of the later-filed U.S. appli- 
cation that claimed the benefit of the international 
application; 

(2) For U.S. application publications and 
WIPO publications directly resulting from interna- 
tional applications under PCT Article 21(2), never 
apply these references under 35 U.S.C. 102(e). These 
references may be applied as of their publication dates 
under 35 U.S.C. 102(a) or (b); 

(3) For U.S. application publications of appli- 
cations that claim the benefit under 35 U.S.C. 120 or 
365(c) of an international application filed prior to 
November 29, 2000, apply the reference under 35 
U.S.C. 102(e) as of the actual filing date of the later- 
filed U.S. application that claimed the benefit of the 
international application. 

Examiners should be aware that although a publica- 
tion of, or a U.S. patent issued from, an international 
application may not have a 35 U.S.C. 102(e) date at 
all, or may have a 35 U.S.C. 102(e) date that is after 
the effective filing date of the application being exam- 
ined (so it is not "prior art"), the corresponding WIPO 
publication of an international application may have 
an earlier 35 U.S.C. 102(a) or (b) date. 

UL PRIORITY FROM PROVISIONAL APPLI- 
CATION UNDER 35 U.S.C. 119(e) 

The 35 U.S.C. 102(e) critical reference date of a 
U.S. patent or U.S. application publications and cer- 
tain international application publications entitled to 
the benefit of the filing date of a provisional applica- 
tion under 35 U.S.C. 119(e) is the filing date of the 
provisional application with certain exceptions >if the 
provisional application(s) properly supports the sub- 
ject matter relied upon to make the rejection in com- 
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pliance with 35 U.S.C. 112, first paragraphs See 
MPEP § 706.02(f)(1), examples 5 to 9. Note that 
international applications which (1 ) were filed prior to 
November 29, 2000, or (2) did not designate the U.S., 
or (3) were not published in English under PCT Arti- 
cle 21(2) by WIPO, may not be used to reach back 
(bridge) to an earlier filing date through a priority or 
benefit claim for prior art purposes under 35 U.S.C. 
102(e). 

IV. PARENT'S FILING DATE WHEN REFER- 
ENCE IS A CONTINUATION-IN-PART OF 
THE PARENT 

Filing Date of U.S. Parent Application Can Only Be 
Used as the 35 U.S.C. 102(e) Date (fit Supports the 
Claims of the Issued Child 

In order to carry back the 35 U.S.C. 102(e) critical 
date of the U.S. patent reference to the filing date of a 
parent application, the **>U.S. patent reference< 
must * have a right of priority to the earlier date under 
35 U.S.C. 120 or 365(c) and *>the parent application 
must< support the invention claimed as required by 
35 U.S.C. 112, first paragraph. "For if a patent could 
noi theoretically have issued the day the application 
was filed, it is not entitled to be used against another 
as 'secret prior art* " under 35 U.S.C. 102(e). In re 
Wertheim, 646 F.2d 527, 537, 209 USPQ 554, 564 
(CCPA 1981) (The examiner made a 35 U.S.C. 103 
rejection over a U.S. patent to Pfluger. The Pfluger 
patent (Pfluger IV) was the child of a string of aban- 
doned parent applications (Pfluger I, the first applica- 
tion, Pfluger n and III, both CIPs). Pfluger IV was a 
continuation of Pfluger m. The court characterized 
the contents of the applications as follows: Pfluger I - 
subject matter A, II-AB, HI-ABC, TV-ABC. ABC 
anticipated the claims of the examined application, 
but the filing date of in was later than the application 
filing date. So the examiner reached back to "A" in 
Pfluger I and combined this disclosure with another 
reference to establish obviousness. The court held that 
the examiner impermissibly carried over "A" and 
should have instead determined which of the parent 
applications contained the subject matter which made 
Pfluger patentable. Only if B and C were not claimed, 
or at least not critical to the patentability of Pfluger 
IV, could the filing date of Pfluger I be used. The 
court reversed the rejection based on a determination 
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